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DETAILED ACTION 

1 . This Office Action is in response to the RCE filed 03/29/05. 

2. Claims 1, 12, 17, 21 and 23 were amended. 

3. Claims 18 and 22 are canceled. 

4. Claims 1-17, 19-21 and 23 are pending in this Office Action. . 

Response to Amendment 

5. The objection to claim 21 is withdrawn. 

Information Disclosure Statement 

6. The information disclosure statement (IDS) submitted on 03/29/05 has been 
considered. The examiner was able to find corresponding English abstracts for the listed 
Foreign Patent literature. The abstracts are provided with this action. The "Communication 
from the European Patent Office dated August 11, 2001" had already been considered. 

Claim Rejections - 35 (JSC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject nnatter sought to be patented and the prior art 
are such that the subject nnatter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 
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8. Claims 1,2, 4-9, 11-13. 15, 17, 19,20,21 and 23 rejected under 35 U.S.C. 103(a) 
as being unpatentable over U.S. Patent 5,909,368 by Nixon et al. (Nixon) in view of U.S. 
Patent 5,878,257 by Nookala et al. (Nookala). 

9. With respect to Claim 1 , Nixon teaches Nixon teaches A control system (CoL 2 lines 
8-10 and Col. 6 lines 45-58), comprising: an automation device operably connected to a 
network (Col. 7 lines 18-45); a network device operably connected to the network (Col. 7 
lines 5-17); and, a customized application program for the automation device stored in the 
network device (Col. 5 lines 17-21 and Col. 7 lines 8-17 and Col. CoL 23 lines 46-55), 
wherein the customized application program controls the automation device (Col. 7 lines 18- 
25), wherein the customized application program is selected by the network device In 
response to a message received at the network device (Col. 28 lines 31-43 and See Fig. 17 
steps 1624-1628) and sent from the automation device (Col. 28 lines 31-43 and See Fig. 
17 steps 1624-1628), as part of a bootstrap protocol (Col. 27 line 66 - Col. 8 line 4), and 
wherein the customized application program is downloaded to the automation device at a 
boot time of the automation device (CoL 28 lines 35-43 and CoL 27 line 66 - CoL 8 line 24). 
Nixon does not explicitly disclose the message being an application program request 
message. In a system for dynamically programming a programmable memory as part of a 
boot protocol, Nookala teaches an application program request message can be sent from 
the device requiring the programming. The data source with the application program can 
transmit the programming in response to the application program request message (CoL 2 
line 66- Col. 3 line 3 and CoL 3 lines 43-46). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to take the system disclosed by Nixon and 
modify it as indicated by Nookala such that the system further comprises wherein the 
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customized application program is selected by the network device in. response to an 
application program request message received at the network device and sent from the 
automation device. One would be motivated to have this, as there is need for programming 
a programmable memory from a remote location (Col. 2 lines 1-3 of Nookala). 

10. With respect to Claim 2, Nixon in view of Nookala teaches all the limitations of Claim 
1 and further teaches the customized application program comprises an executive code and 
a user code (Col. 23 lines 5-17 and lines 34-43 and Col. 24 lines 4-26 of Nixon). 

1 1 . With respect to Claim 4, Nixon in view of Nookala teaches all the limitations of Claim 
1 and further teaches the automation device is a programmable logic controller (Col. 7 lines 
5-24 of Nixon). 

12. With respect to Claim 5, Nixon in view of Nookala teaches all the limitations of Claim 
1 and further teaches the network device is a server (Col. 7 lines 5-17 of Nixon). 

13. With respect to Claim 6, Nixon in view of Nookala teaches all the limitations of Claim 
5 and further teaches the server has a TCP/IP protocol stack (Col. 17 lines 15-21 and Col. 
18 lines 30-40 of Nixon). 

14. With respect to Claim 7, Nixon in view of Nookala teaches all the limitations of Claim 
1 and further teaches the network is Internet (Col. 3 lines 15-21 of Nookala) 

15. With respect to Claim 8, Nixon in view of Nookala teaches all the limitations of Claim 
1 and further teaches the network is Ethernet (Col. 6 lines 45-57 of Nixon). 

16. With respect to Claim 9, Nixon in view of Nookala teaches all the limitations of Claim 
1 and further teaches the network is Profibus (Col. 7 lines 25-34 of Nixon). 

1 7. With respect to Claim 1 1 , Nixon in view of Nookala teaches all the limitations of 
Claim 1 and further teaches the network is Modbus+ (Col. 16 lines 39-48 of Nixon). 
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18. With respect to Claim 12, Nixon teaches a method of operating a control system on 
a network (Col. 2 lines 8-10 and Col. 6 lines 45-58) comprising the steps of: providing a 
network device for storing a customized application program to be executed on an 
automation device (Col. 5 lines 17-21 and Col. 7 lines 8-17 and Col. Col. 23 lines 46-55); 
transmitting a message for requesting a network address for the automation device by the 
automation device (Col. 28 lines 15-24); transmitting a message by the automation 
device(Col. 28 lines 31-43 and See Fig. 17 steps 1624-1628) as part of a bootstrap protocol 
(Col. 27 line 66 - Col. 8 line 4); selecting the customized application program in response to 
the message (Col. 28 lines 31-43 and See Fig. 17 steps 1624-1628); transmitting the 
customized application program to the automation device (Col. 28 lines 35-43 and See Fig. 
17 steps 1624-1628); and installing the customized application program on the automation 
device (Col. 28 lines 35-43 and See Fig. 17 steps 1624-1628) at a boot time of the 
automation device (Col. 27 line 66 - Col. 8 line 4). Nixon does not explicitly disclose the 
message being transmitted for requesting the application program. In a system for 
dynamically programming a programmable memory as part of a boot protocol, Nookala 
teaches an application program request message can be sent from the device requiring the 
programming. The data source with the application program can transmit the programming 
in response to the application program request message (Col. 2 line 66- Col. 3 line 3 and 
Col. 3 lines 43-46). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to take the method disclosed by Nixon and modify it as indicated by 
Nookala such that the system further comprises transmitting a message by the automation 
device for requesting the customized application program for the automation device as par 
of a bootstrap protocol; selecting the customized application program in response to the 
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message for requesting the customized application program. One would be motivated to 
have this, as there is need for programming a programmable memory from a remote 
location (Col. 2 lines 1-3 of Nookala). 

19. With respect to Claim 13, Nixon in view of Nookala teaches all the limitations of 
Claim 12 and further teaches the step of executing the customized application program on 
the automation device (Col. 7 lines 18-24 of Nixon). 

20. With respect to Claim 15, Nixon in view of Nookala teaches all the limitations of 
Claim 12 and further teaches wherein the customized application program further 
comprises: an executive program code for the automation device (Col. 23 lines 5-17 and 
lines 34-45 and Col. 24 lines 4-26 of Nixon); and, a user program code for the automation 
device (Col. 23 lines 5-17 and lines 34-45 and Col. 24 lines 4-26 of Nixon), the user 
program is selected in response to the message requesting the customized application 
program (Col. 28 lines 31-43 and See Fig, 17 steps 1624-1628 of Nixon). 

21. With respect to Claim 17, Nixon teaches a network control system (Col. 2 lines 8-10 
and CoL 6 lines 45-58), comprising: means for operably connecting a network device to the 
network control system (CoL 7 lines 8-17), the network device stores a customized 
application program for controlling an automation device (Col. 5 lines 17-21 and Col. 7 lines 
8-17 and CoL CoL 23 lines 46-55); means for transmitting a message requesting a network 
address by the automation device (CoL 28 lines 15-24); means for transmitting a message 
by the automation device(CoL 28 lines 31-43 and See Fig. 17 steps 1624-1628) as part of a 
bootstrap protocol (Col. 27 line 66 - CoL 8 line 4); means for selecting the customized 
application program in response to the message (Col. 28 lines 31-43 and See Fig. 17 steps 
1624-1628); means for transmitting the a customized application program to the automation 
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device; and, means for installing the customized application program (Col. 28 lines 31-43 
and See Fig. 17 steps 1624-1628) at a boot time of the automation device (Col. 27 line 66 - 
Col. 8 line 4). Nixon does not explicitly disclose the message being transmitted for 
requesting the application program. In a system for dynamically programming a 
programmable memory as part of a boot protocol, Nookala teaches an application program 
request message can be sent from the device requiring the programming. The data source 
with the application program can transmit the programming in response to the application 
program request message (Col. 2 line 66- Col. 3 line 3 and Col. 3 lines 43-46). It would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
take the system disclosed by Nixon and modify it as indicated by Nookala such that the 
system further comprises means for transmitting a message by the automation device for 
requesting the customized application program for the automation device as par of a 
bootstrap protocol; means for selecting the customized application program in response to 
the message for requesting the customized application program. One would be motivated 
to have this, as there is need for programming a programmable memory from a remote 
location (Col. 2 lines 1-3 of Nookala). 

22. With respect to Claim 19, Nixon in view of Nookala teaches all the limitations of 
Claim 17 and further teaches the automation device is a controller (Col. 7 lines 5-24 of 
Nixon). 

23. With respect to Claim 20, Nixon in view of Nookala teaches all the limitations of 
Claim 17 and further teaches the network device is a server (Col. 7 lines 5-17 of Nixon). 

24. With respect to Claim 21 , Nixon teaches a method of operating a control system on 
a network (Col. 2 lines 8-10 and Col. 6 lines 45-58) comprising the steps of: providing a 
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network device for storing a customized application program to be executed on an 
automation device (Col. 5 lines 17-21 and Col. 7 lines 8-17 and Col. Col. 23 lines 46-55); 
requesting a network address for the automation device by the automation device (Col. 28 
lines 15-24); requesting the customized application program (Col. 28 lines 31-43 and See 
Fig. 17 steps 1624-1628) as part of a bootstrap protocol (Col. 27 line 66 - Col. 8 line 4); 
selecting the customized application program (Col. 28 lines 31-43 and See Fig. 17 steps 
1624-1628); transmitting the customized application program to the automation device (Col. 
28 lines 31-43 and See Fig. 17 steps 1624-1628); and, installing the customized application 
program on the automation device (Col. 28 lines 31-43 and See Fig. 17 steps 1624-1628) at 
a time of the automation device (Col. 27 line 66 - Col. 8 line 4). Nixon does not explicitly 
disclose the requesting of the customized application program is specifically by the 
automation device. In a system for dynamically programming a programmable memory as 
part of a boot protocol, Nookala teaches a device requiring programming can explicitly 
request an application program through a request message sent from that device. The data 
source with the application program can transmit the programming in response to this 
request message from the device (Col. 2 line 66- Col. 3 line 3 and Col. 3 lines 43-46). It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to take the method disclosed by Nixon and modify it as indicated by Nookala such 
that the system further comprises requesting the customized application program by the 
automation device as part of the bootstrap protocol. One would be motivated to have this, 
as there is need for programming a programmable memory from a remote location (Col. 2 
lines 1-3 of Nookala). 
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25. With respect to Claim 23, Nixon in view of Nookala teaches all the limitations of 
Claim 21 and further teaches selecting a user code for the customized application program 
(Col. 23 lines 5-17 and lines 34-45 and Col. 24 lines 4-26 of Nixon); and selecting an 
executive code for the customized application program (Col. 23 lines 5-17 and lines 34-45 
and Col. 24 lines 4-26 of Nixon). 

26. Claims 3, 14 and 16 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nixon and Nookala as applied to claims 2, 12 and 15 above, and further in view of "A 
Customizable Library to support Software Synthesis for Embedded Applications and Micro- 
Kernel Systems" by Ditze (Ditze). 

27. With respect to Claim 3, Nixon in view of Nookala teaches all the limitations of Claim 
2 but does not explicitly disclose the executive code is selected in response to the user 
code selected. Ditze teaches the executive code can be selected based on the user code 
(Page 90, section 3.2). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to take the system disclosed by Nixon in view of Nookala and 
modify it as indicated by Ditze such that the system further comprises the executive code is 
selected in response to the user code selected. One would be motivated to have to this as 
it would optimize the application program by helping to eliminate mn-time and memory 
overhead (Page 90, section 3.2 first paragraph of Dizte). 

28. With respect to Claim 14, Nixon in view of Nookala teaches all the limitations of 
Claim 12 and further teaches the step of selecting the customized application program in 
response to the request for the customized application program comprises the steps of: 
identifying the message for requesting the customized application program (Col. 28 lines 
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31-44 and See Fig. 17 steps 1624-1628); and selecting a user application program in 
response to the message requesting the application program (CoL 28 lines 31-44 and See 
Fig. 17 steps 1624-1628), but does not explicitly disclose selecting an executive program in 
response to the user application program selected. Ditze teaches the executive code can 
be selected based on the user code (Page 90, section 3.2). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to take the method 
disclosed by Nixon in view of Nookala and modify it as indicated by Ditze such that the 
method further comprises selecting an executive program in response to the user 
application program selected. One would be motivated to have to this as it would optimize 
the application program by helping to eliminate run-time and memory overhead (Page 90, 
section 3.2 first paragraph of Ditze). 

29. With respect to Claim 16, Nixon in view of Nookala teaches all the limitations of 
Claim 15 but does not teach the executive code is customized in response to the message 
requesting the application program. Ditze teaches the executive program code is 
customized to meet the minimum requirements for executing the application program (Page 
90, section 3.2). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to take the method disclosed by Nixon in view of Nookala and modify it 
as indicated by Ditze such that the executive program code is customized in response to 
the message requesting the application program to meet the minimum requirements for 
executing the application program. One would be motivated to have to this as it would 
optimize the application program by helping to eliminate run-time and memory overhead 
(Page 90, section 3.2 first paragraph of Ditze). 
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30. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nixon in 
view of Nookala and in further view of U.S. Patent 6,788,980 by Johnson (Johnson). 

31 . With respect to Claim 10, Nixon in view of Nookala teaches all the limitations of 
Claim 1 . Nixon in view of Nookala teaches that any network can be used in relation to the 
field devices (Col. 6 lines 45-49 of Nookala) but does not explicitly disclose the network 
using ControlNet. However, Johnson teaches that ControlNet is a well known protocol in 
relation to field devices (Col. 2 lines 15-27). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify system as disclosed 
by Nixon in view of Nookala such that the network is ControlNet. ControlNet offers multiple 
controllers controlling I/O on the same link. One would be motivated to have this since 
ControlNet is a well known protocol typically used in a field device environment (Col. 2 lines 
15-27 of Johnson). 

Response to Arguments 

32. Applicant's arguments with respect to claims 1, 2, 4-11, 12, 13, 15, 17, 19, 20, 21 
and 23 have been considered but are moot in view of the new ground(s) of rejection. The 
examiner will respond to arguments that are still pertinent to the examiner's interpretation of 
Nixon as well as the claim language of the instant application. 

33. Applicant argues (page 7 of remarks) - "In contrast to the system of claim 1, the 
control program of Nixon is not selected in response to an application program request 
message received from the automation device. Instead, the control program of Nixon is 
generated in response to user input commands. " (See e.g., Nixon, col. 7, lines 8-13, e.g. 
Main PC 2 is configured to generate, in response to user input commands, vahous control 
routines that are provided via the ACN 3 to one or more local controllers identified as 
elements 4 and 5 which implement the control strategy defined by the control routines 
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selected and established in main PC T). It is the user, through a workstation, not the 
controller itself (i.e., automation device) that requests a particular control routine to be 
downloaded to the controller" 

a. The cited section of Col. 7, lines 8-13, merely discloses the generation of the 

actual application program such that it can be created. The program is obviously 

created by user input as it is a customized program. The cited section of Nixon in 

regards to the bootstrap protocol functionality (those from Col. 27 line 66 - Col. 28 

line 43 describing Fig. 17) makes use of the generated program at a boot time. 

Particularly, Col. 27, lines 31-34, discloses the automation device generating a 

message that is sent after being assigned a network address. In response to this 

message (based on the flow of Fig. 17 from steps 1624-1628), there is some user 

input, but there is also the downloading of the automation programming (Col. 27 

lines 35-43). This section does not state the downloading of the automation 

programming is based on a user request, just that there is user input in addition to 

downloading of the automation programming. The claim language itself does not 

necessarily exclude user input in response to the application program request 

message. Furthermore, each independent claim includes the transitional phrase 

"comprising" which is "open-ended and does not exclude additional, unrecited 

elements or method steps." (MPEP 21 1 1 .03). Also, even considering that a user 

selects the program to be downloaded, this still occurs at the network device as 

required by the claims and is further responsive to a message from the automation 

device as required by the claims. The new grounds of rejection further show it is 

obvious that such a messagis could be a message explicitly requesting a application 

program. 
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34. Applicant argues (Page 8 or remarks) - T/?e Examiner cites to col. 28, lines 35-43 
and Figure 17 of Nixon for the quoted limitation of claim 1. However, the steps of Figure 17 
and the description at col. 28 do not specify that the control routine is selected by the 
network device in response to an application program request message sent by the 
automation device. Instead, step 1628 of Nixon, which downloads software to a controller, is 
performed after step 1626 which requires user interaction. Moreover, because the 
downloading to the controller in Nixon is done after some user interaction, it is not clear 
whether this is occurring at "a boot time" as also required by claim 1." 

b. Again, as explained above, the claim language does not necessarily exclude 

user interaction. As to the clarity of whether this occurs at "a boot time", applicant's 
do not sufficiently explain how user interaction would necessarily mean the 
downloading is no longer occurring at a boot time. Furthermore, Fig. 17 of Nixon iis 
explicitly described as a flow chart that illustrates "a method for bootstrap loading a 
control system throughout a network" (Col. 27 lines 66-67). Steps 1624-1628 all 
occur in Fig. 17. Therefore, the examiner does not see how these steps could not 
be considered as occurring at "a boot time". 

35. In regards to claims 3, 14 and 16, Applicant additionally argues on pages 10 and 11 
that a sufficient prima facie case has not been made. However, Applicant only provides 
conclusive statements of the lacking criteria and the supposed failures of the examiner in 
making the prima facie case. Applicant provides no factual evidence based on the actual 
rejections and cited references. For example, on page 10, applicant states ''Here, there is 
absolutely no incentive in the cited references to combine the references in the manner 
suggested by the Examiner When the motivation to combine the teachings of the 
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references is not immediately apparent, it is tlie duty of the Examiner to explain why the 
combination of the teachings is proper'', yet applicant provides no comment on the explicitly 
stated motivation given and cited in each of these rejections. For another example, on 
page 1 1 , applicant states "Examiner failed to meet this burden and simply concludes it 
would have been obvious to combine the references" The examiner did not simply 
conclude obviousness. The examiner provided factual evidence through cited references in 
establishing the prima facie case of obviousness, including sufficient motivation explicitly 
cited by the examiner. As such, applicant's arguments are not persuasive. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lazaro whose telephone number is 571-272-3986. 
The examiner can normally be reached on 8:30-5:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ario Etienne can be reached on 571-272-4001 or John Follansbee at 571-272- 
3964. The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 



Application/Control Number: 09/635,280 



Page 15 



Art Unit: 2155 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status infomnation for published 
applications may be obtained from either Private PAIR or Public PAIR. Status infomnation 
for unpublished applications is.avaiiable through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). 




